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REMARKS 

Claims 45-47 and 49-55 stand rejected, and claims 29-44 and 48 are withdrawn from 
consideration as being directed to a non-elected invention. 

Review and reconsideration on the merits are requested. 

Claims 45-47 were provisionally rejected under the judiciously created doctrine of 
obviousness-type double patenting as being unpatentable over claims 8-10 of copending 
Application No. 10/654,971 to Araki et al (U.S. 2004/0047060). 

Applicants traverse, and respectfully request the Examiner to reconsider for the following 
reasons. 

In Formula (2) of present claim 45, Rf is a fluorine-containing alkylene group having 1 to 
5 >C=0 (carbonyl) units or a fluorine-containing alkylene group having ether bond which has 1 
to 5 >C=0 units. This requirement is not met by claims 8-10 of the '971 application where Rf is 
a fluorine-containing alkyl group having 1 to 3 of Y 1 , where Y 1 is a monovalent organic group 
having 2 to 10 carbon atoms and an ethylenic carbon-carbon double bond at its end. Particularly, 
present claim 45 is not obvious over claims 8-10 of the '971 application, which claims do not 
recite a side-chain including Rf having 1 to 5 >C=0 units, and withdrawal of the foregoing 
obviousness-type double patenting rejection is respectfully requested. 

Claims 45-47 and 49-55 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent No. 6,869,693 to Fryd et al in view of EP 1 072 905 Al to Koike et al. 

Fryd et al was cited as disclosing polymers having attached luminescent metal 
complexes, where the complex is said to be made from coordination of functional groups 
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including the claimed enolate or beta-dicarbonyl ligands. According to the Examiner, Fryd et al 
discloses that fluoropolymers and many other types of polymers or copolymers including 
polyvinyl ethers or polyacrylates are used to carry functional groups. 

Acknowledging that Fryd et al is silent with respect to the ether-type structural unit M of 
Formula (2) of present claim 45, the Examiner relied on Koike et al as teaching a composition 
made from mixing a non-crystalline perfluoropolymer with a fluorinated metal-betadicarbonyl 
chelate carbon to form a light-transmitting device. The reason for rejection was that it would 
have been obvious to modify Fryd et al's polymeric composition by using an ether-type 
perfluoropolymer carrying a fluorinated metal chelate as a moiety inside the polymer's pendant 
group as taught by Koike et al so as to obtain a better and more diversified fluorinated copolymer 
with improved optical transparent properties. 

Applicants respectfully traverse for the following reasons. 

Fryd et al discloses a polymeric-lanthanide metal complex, where the lanthanide metal is 
coordinated with a ligand including the enolate ligands set forth at column 9, lines 33-67. In 
Fryd et al, the enolate ligand having two carbonyl groups is shown as coordinating with the 
metal atom separate from the polymer to form a polymeric-metal complex salt. 

EP '905 to Koike et al discloses a refractive index distribution type light transmitting 
device comprising a non-crystalline polymer (a) and a metal chelate compound (b) distributed in 
the non-crystalline polymer (a). The non-crystalline polymer (a) is preferably a fluorine- 
containing polymer having an alicyclic structure having repeating units selected from formulae 
(1) to (3) as set forth at page 3. However, none of these structures show a side-chain including 
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Rf having 1 to 5 >C=0 units as required by structural unit M represented by Formula (2) of 
present claim 45. 

Similar to Fryd et al, EP f 905 also discloses metal chelate compounds (b) including 
fluorine-containing alkylene moieties having two >C=0 units as shown in Table 1 at pages 5-6. 

However, none of the cited prior art illustrates, discloses or otherwise suggests that the 
polymer of Fryd et al (or that of EP '905) should be modified to have a side-chain including a 
fluorine-containing moiety including 1 or more >C=0 units as asserted by the Examiner. 

The Office Action does not establish a prima facie case of obviousness, because (i) there 
is no suggestion or motivation to modify the polymer of Fryd et al to include a side-chain having 
the requisite fluorine-containing alkylene group having 1 to 5 >C=0 units represented by Rf, and 
(ii) the asserted combination fails to teach or suggest all of the limitations of the claimed 
invention. MPEP § 2143.01 and 2143.03. 

Rather, the Examiner could only arrive at the present invention by consulting Applicants' 
teachings in the present specification (i.e., improper hindsight reconstruction of the invention). 

In summary, the present invention relates to a novel polymer, and the invention has been 
completed by finding that the novel polymer is useful as an optical material. 

In both Fryd et al and Koike et al, there is no teaching, suggestion or disclosure as to the 
claimed novel polymer having, at its side chain, a fluorine-containing alkaline group having 1 to 
5 carbonyl units, namely, the novel polymer of formula (1) having the fluorine-containing 
ethylenic structural unit M represented by formula (2). 
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It is respectfully submitted that the rejection constitutes improper hindsight 
reconstruction of Applicants' invention, which the Examiner could arrive at only after having 
read the present specification and only after having seen the structure of the claimed novel 
polymer. Furthermore, the Examiner has not identified anything in the prior art which would 
lead one of ordinary skill to modify Fryd et al's polymeric composition to arrive at the specific 
structure of the claimed polymer. This is because none of the cited prior art discloses a structure 
including a side chain having 1 to 5 carbonyl units which is a characteristic feature of the 
invention. 

Withdrawal of the foregoing rejection is respectfully requested. 

Withdraw claims 29-44 directed to a fluorine-containing resin composition also require 
the fluorine-containing polymer (1) of claim 45 where Rf is a fluorine-containing alkylene group 
or fluorine-containing alkylene group including ether bond having 1 to 5 < C = O units. Claims 
29-44 are therefore patentable for the same reasons that claim 45 is patentable over the prior art. 
The same holds true for withdrawn claim 48. Therefore, if claim 45 is found to be allowable, 
Applicants respectfully request the Examiner to withdraw the restriction/election of species 
requirement and to also allow claims 29-44 and 48 containing the same patentable features as 
claim 45. 

Withdrawal of all rejections and allowance of claims 29-55 is earnestly solicited. 

In the event that the Examiner believes that it may be helpful to advance the prosecution 
of this application, the Examiner is invited to contact the undersigned at the local Washington, 
D.C. telephone number indicated below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 



SUGHRUE MION, PLLC Abraham J. Rosner 

Telephone: (202)293-7060 Registration No. 33,276 

Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: April 12, 2006 
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